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DETAILED ACTION 

Continued Examination Under 37 CFR 1. 1 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's submission filed on 1/18/1 1 
has been entered. 

Response to Arguments 

2. Applicant's arguments filed 1/1 8/1 1 have been fully considered but they are not 
persuasive. 

3. Applicant argues (remarks page 8) that one of ordinary skill in the art would have 
understood the ground point of a device to be a power terminal that is not arranged to 
oppose the first electrode. The Examiner respectfully disagrees. Reference to a 
"ground point" is not indicative of the location or orientation of a second electrode. As 
such, the Examiner considers this to be new matter. Further, should the Applicant 
assert that the ground point of a device is understood by one of ordinary skill in the art 
device to be a power terminal that is not arranged to oppose the first electrode, it would 
not be considered a reason for allowance as the Applicant has asserted it is well known 
in the art. 
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4. Applicant argues (Remarks page 9) that Herbert fails to teach or suggest the 
feature of a second electrode defined by a power terminal of a circuit that is not 
arranged to oppose the first electrode to activate the display. However, as can be seen 
in figure 6, the circuit (36) for activating the display does not oppose the first electrode 
of C1 . The Examiner considers the ground terminal (connected to C1 ) to be a power 
terminal of circuit 36. 

Claim Objections 

5. Claims 1 and 16 are objected to because of the following informalities: recite the 
limitation "a first electrode defined by a frontmost electrode of the display, the frontmost 
electrode defining a single electrode". It is not particularly clear by this limitation. The 
Applicant has used three labels to describe what would appear to be a single element. 
Rather than use of the word "define", the Examiner would suggest amending to replace 
with "is". 

6. Claims 1 3 and 1 5 are similarly objected to. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

7. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

8. Claims 1,13 and 1 5 are rejected under 35 U.S.C. 1 1 2, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
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which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Claims 1,13 and 15 recite new limitation "that 
is not arranged to oppose the first electrode to activate the display" which is not 
described by the original specification and is considered new matter. 

9. Claims 1,13 and 1 5 are rejected under 35 U.S.C. 1 1 2, first paragraph, as failing 
to comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. Claims 1,13 and 1 5 discuss two electrodes of a capacitor not opposing each 
other. For a capacitor to function, and thus a capacitance sensor, the two electrodes 
must oppose each other in some form. The invention, as currently claimed, can not 
function as a capacitor. 

1 0. Claims 1,13 and 1 5 are further unclear what is intended by "opposed". For the 
sake of applying prior art, the Examiner has interpreted it to mean directly across from 
and parallel to. 

1 1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1 2. Claims 1,13 and 1 5 are rejected under 35 U.S.C. 1 1 2, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Claims 1, 13 and 15 recite "a second 
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electrode defined by one of... a power terminal of a circuit that is arranged to drive or 
control the display and that is not arranged to oppose the first electrode to activate the 
display. " It is unclear if the current limitation is referring to the second electrode, the 
power terminal or the circuit which does not oppose the first electrode. 

Claim Rejections - 35 USC §102 

1 3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

14. Claims 1, 3, and 5-6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Herbert (US 5,777,596). 

1 5. In regards to claim 1 , Herbert discloses a display comprising: a capacitance 
sensor (34), arranged to detect a presence of a user, and including: a first electrode 
(16) defined by a frontmost electrode of the display, the frontmost electrode defining a 
single electrode that is used both as a display electrode arranged to activate the display 
and a sensing electrode of the capacitance sensor to detect the presence of the user; 
and a second electrode (1 8) defined by one of a case of the display and a power 
terminal (ground) of a circuit that is arranged to drive or control the display and that is 
not arranged to oppose the first electrode to activate the display (circuit 36 does not 
oppose the first electrode) (see figure 5 and 6; abstract; Col 2, lines 31-56; Col 4, lines 
6-23; Col 5, lines 32-38). 
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1 6. In regards to claim 3, Herbert discloses a display according to claim 1 , in which 
the capacitance sensor further includes electronics (38) arranged to measure the 
capacitance between the first electrode and the second electrode and to output a signal 
based upon the measurement of the capacitance (see figure 5 and 6; abstract; Col 2, 
lines 31-56; Col 4, lines 6-23; Col 5, lines 32-38). 

1 7. In regards to claim 5, Herbert discloses a display according to claim 3, further 
comprising circuitry (36) arranged to activate the display based upon the signal (see 
figures 5 and 6). 

1 8. In regards to claim 6, Herbert discloses a display according to claim 1 , in which 
the power terminal is a ground terminal (see figure 6). 



Claim Rejections - 35 USC § 103 

1 9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

20. Claims 2, 4, and 1 3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Herbert (US 5,777,596) in view of Nakazono et al (JP9251820). 

21 . In regards to claim 2, Herbert discloses a display according to claim 1 , but does 
not explicitly teach an EL display. 

Nakazono teaches a display comprising an electroluminescent display capable of 



detecting a touch (abstract). 
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It would have been obvious to one of ordinary skill in the art to modify Herbert 
with Nakazono as EL displays are well known in the art. Further, both inventions are in 
the same field of endeavor, providing a touch screen where both the display and sensor 
share electrodes, and both an LC display and an EL display function in similar 
capacitive manners. 

22. In regards to claim 4, Herbert as modified discloses a display according to claim 
2, in which the first electrode is arranged to activate light- emitting areas of the 
electroluminescent display (see Nakazono abstract). 

23. In regards to claim 1 3, Herbert discloses a display comprising: a capacitance 
sensor (34) including: a first electrode (16) defined by a frontmost electrode of the 
display and arranged to activate areas of the display; a second electrode (18) defined 
by one of a case of the electroluminescent display and a power terminal (ground) of a 
circuit that is arranged to drive and control the display and that is not arranged to 
oppose the first electrode to activate the display; electronics (38) arranged to: measure 
the capacitance between the first electrode and the second electrode; to determine a 
presence of a user; provide a signal based upon the determination of the presence of a 
user; and activate the display based upon the signal (Col 9, lines 14-32) (see figure 5 
and 6; abstract; Col 2, lines 31-56; Col 4, lines 6-23; Col 5, lines 32-38). Herbert does 
not explicitly disclose and EL display. 

Nakazono teaches a display comprising an electroluminescent display capable of 
detecting a touch (abstract). 
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It would have been obvious to one of ordinary skill in the art to modify Herbert 
with Nakazono as EL displays are well known in the art. Further, both inventions are in 
the same field of endeavor, providing a touch screen where both the display and sensor 
share electrodes, and both an LC display and an EL display function in similar 
capacitive manners. 

24. Claims 14-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Herbert (US 5,777,596) in view of Serrano (US 4,290,061). 

25. In regards to claim 14, Herbert discloses a display comprising: a capacitance 
sensor (34) arranged to detect a presence of a user and including a first electrode (16) 
defined by a front electrode of the display (see figure 5 and 6; abstract; Col 2, lines 31 - 
56; Col 4, lines 6-23; Col 5, lines 32-38). Herbert does not explicitly disclose a 
protection member. 

Serrano discloses a touch sensor comprising a protection diode (118) arranged 
to protect the capacitance sensor (1 1 2) from an excessive voltage on the front electrode 
and including: a first end connected to the front electrode (58); and a second end 
connected to at least one circuit element of the capacitance sensor (1 1 2) (see figure 7; 
Col 7, lines 51-68). 

It would have been obvious to one of ordinary skill in the art to modify Herbert 
with Serrano as they are both in the same field of endeavor (capacitive touch sensors) 
and the use of a protection member, or diode, in a capacitive touch sensor is well 
known in the art and would have been an obvious design choice. 
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26. In regards to claim 1 5, Herbert as modified discloses a display according to claim 
14, wherein: the capacitance sensor further includes a second electrode (18, part of C1) 
defined by one of a case of the display and a power terminal (ground) of a circuit that is 
arranged to drive or control the display and that is not arranged to oppose the first 
electrode to activate the display (circuit 36 does not oppose the first electrode); and the 
front electrode defines a single electrode that is used both as a display electrode 
arranged to activate the display and as a sensing electrode of the capacitance sensor to 
detect the presence of the user (see Herbert figure 4; Col 6, lines 19-30, 35-43; Col 7, 
line 60- Col 8, line 17). 

27. In regards to claim 1 6, Herbert as modified discloses a display according to 
Claim 14, wherein the front electrode defines a single electrode that is used both as 
display electrode arranged to activate the display and as a sensing electrode of the 
capacitance sensor to detect the presence of the user (see Herbert figure 4; Col 6, lines 
19-30, 35-43; Col 7, line 60- Col 8, line 17). 

28. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Herbert 
(US 5,777,596) in view of Nakazono et al (JP9251820) and further in view of Serrano 
(US 4,290,061). 

29. In regards to claim 7, Herbert as modified discloses a display according to claim 
5, but does not explicitly disclose a diode. 
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Serrano teaches a capacitive touch sensor in which a diode (1 1 8) is arranged to 
protect either the capacitance sensor or the circuitry arranged to activate the display 
(see figure 7; Col 7, lines 51-68). 

It would have been obvious to one of ordinary skill in the art to modify Herbert 
with Serrano as they are both in the same field of endeavor (capacitive touch sensors) 
and the use of a protection member, or diode, in a capacitive touch sensor is well 
known in the art and would have been an obvious design choice. 

Conclusion 

30. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MATTHEW A. FRY whose telephone number is (571 ) 
270-7355. The examiner can normally be reached on Monday thru Friday, 8:00 AM to 
5:00 PM, alternate Fridays, EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bipin Shalwala can be reached on (571) 272-7681. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Bipin Shalwala/ 

Supervisory Patent Examiner, Art Unit 2629 



/MATTHEW A FRY/ 
Examiner, Art Unit 2629 



